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5eet 



definitiorxs of -X^K-^y 



MARTIN A HAY AND CO 



REMARKS 



Claim 1 has'beeif limitedl in-ixjespect of the 



Y, Cy and L by incorporating Claims 
5, 7 and 11, by limiting: |i;he def iri|Ltibr^ of R2 to the values 
given in (i) and (ii)^ ahii by limiting ^ the definition of Cy to 

In addition, to 
applicat-ion^ 'the value of cyano as a 
i^iie 3 and^l^r 4 |position on R2 when R2 



a homocyclic (i.e. non-j;|:e|lperocyGllj::) ■ ring), 
expedite allowance ofj the 



possible substituent ^t 
is phenyl has been delelied from 



recall from end of Appl 



icant's information Disclosure 



Statement that compounds 



position by cyano have 
benzamidine compounds] i 



::orrespoiidinig ;with formula (I) in 



Claim 1 in which R2 repziesents phehyl j Substituted at the 3 



b€jsn disclosed! as intermediates to m- 
ti l^rO 99/11^58 , J 



Consequential j\^mendmentf haye been made in the other 
claims. i 

New claims j4a:i;ajnd 43 haii^e been added. These new 



claims are directed to 
and their physiological! 



page 51, lines 6 to 8 o.£ 

Applicants iriki; 
originally disclosed ! s 
divisional applicatiqjn ll; 



restricted to one ofit|^b| 



restriction requxremen|tr. 
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Ciiaitn: 



1. The Examiner will 



e species of i Examples 35, 63 and 73 
: :! i I ■ 
acceptable Salts, and to 

' \ 



pharmaceutical compositions coatainiri^; these species. The 
three species and theirvsalts alrejf identified as preferred at 



the deiscSription . 

if : i • 

rve the rightl to pursue claims to any 
ect matter inl a continuation or 

ir : I 



RESTRICTION UNDER 35 Uj-S.C. § 121 

The Examiner I Ihas requested . Ithat the application be 



if . 
hundred and ;s 

■A 



ixteen inventions, as 



defined by the Examiner! a.n the Office Action, 

Applicants! hereby elecd' to ;p'ro3ecute the invention 
of Group (XIV) . HowevH- 



Applicants injust traverse the 
s preserved ; :^or reasons including 
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those expressed below ;a3|id| 

and reformulate any reqrtiii-fed restriction. 



MARTIN A HAY AND CO 

■ iV 



ly 30, 200-^ 



request :i:he 



Examiner to reconsider 



As an initial; Jmsitter, 



has failed to follow th0^ &CT in |thfe manner of defining the 



restriction requirement 



§§ 1 499 and 1.475 are embodiment ^rf of 



Rule 13 of the treaty! atidj 



unity of invention shalllj; Ibe made ip. ace 
Annex 3 (f) is part iculL^rlly relev^t t:c^ 



is believed that definiri 



iti; IS 



Section :J206 



b|e i i eved the Examiner 



The requp-retnefnts of 3 7 CF.R. 



the PCT as set out m 

of the Administrative 

i 



Instructions. Section 2|p6 instirudts thtat the requirement of 



e made i$n accord with Annex B 



restrict^ion 

se, the possible comtoin|ei;t|ions of tfhe i^fined variables for a 
compound of formula ij (:in|d creating aftif icial groups not 
disclosed in the spedif icfation for: certain values) is not a 

bf invention 



method of defining unlit 
in accordance with Ann^x; jfe of the i|^>CT 



Mi 



Instructions. This metfeLpiology cdmpletely overlooks the 



h- t 

requirement of consi^erati 
that define a contribut^idn which Sach 



ion of Bpecial technical features 



inventions, considered |as 



Further, Applicants respect 



inventions defined in the 
Examiner, and are not iri 
protection. In particui^ 
that the Examiner's defiii] 



I 



I h 



for each X, y, C>^, 

I 

presented for examinatibi 



specification. It wquj 



In addition, 



LI 



a whole j^: ma 



the considerat ion . 



It 



groups by defining, per 



■linder 37 CFR § 1,475 (a) 
Administrative 



of the defined 
ces over the prior art. 
fully submit that the 
office |ictiDn were made by the 
entionjs lor wiiich they are seeking 
r, Applicants I respectfully submit 
itions cpntain selections of values 



and Lp:(D>'n tha:t 

in any jelaim 
there fiorife not 

Applicants to limit thcit cllaims ias:| suggested by the Examine 
(37 CF.R. § 1 ,121) 



have not been 
nor described in the 
be appropriate for 



;it seems ^hat 



the Examiner has 
n,d "Lp." In some 



misperceived the definitions of '"jlu" a: 

instances, the definitijons seem ri|>t to| provide clearly for the 
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values of the invent i 6n L ;■ n In otlierr instances , definitions of 



restriction groups have . been formed wh 
because there is resulting overlapi in 
discussed belov^. Applicants are ^attemf 
matters by amendments ^aIsOv in Q.ferta 



ror 



such as "XjP' is; 



iph are not distinct 
the definitions. (As 
tjing to ameliorate these 
in definitions created 



bicycliijc or tricyclic heterocyclic 
ring containing N as hetfe||:oatom^ " ip.,t j{sj' not entirely clear 
whether the restriction 



ciiijc or 

jgtjroup is njfeant Ito define only fused 
ring systems or to includfe linked rjcings . 

Thus, for exaixpke, the ^ndJrig Claim 1 (prior to 
amendment) includes the Pdkf initiori: 



I 



iiicer group containing 1 to 5 backbone 



claims . 



Further, the de,t 



(iii) are composite definjitions 
''-L-Lp (D) in which ithi 



O and : S or 



a branched alkyl or 



''T, is an organic: 1 
atoms selected from C, b?, 
cyclic group;" 

In restriction group sj tii^ 
''L is O or S," whichl'db not coi^port i with this definition or 
the more specific embodiments of the description and deoendent 



re are; definitions is C,'' and 



inition3:|in Claim 1 of (i) , (ii) and 



values of 

=1 



wipiich 
L 



are definitions of 
may be considered. 



respectively, CO, CH2NHCO, and "alcyctlic group" as defined 



Thus, (i) has an overlap) 
"'L'' is defined as CO ian(^ 



substituted pyrrol idino:;:<i|r plperii^ino 

5 1. 



an overlap in definition | 



as CH2NHCO and ''Lp" is 
substituents) . in (iiir) 



seems not to be incl\!ide^ 

I IS: 



iob. 



in deflnit 



substitution meets tlie | definition!! in 



with a g^oup 



)ci]|i:enyl (whlich 



the yaiiie c 



m any restr 



amended claims, these i:Sj!ues are ipddiessftd by introduction of 



!■ I- 



the particular values felfined foaifl- ''L. 
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with a group in which 



-Lp(D)n") is a 



group in which the 
(i) , Similarly, (ii) has 
Ln which "^L" is defined 



m^y bear certain 
fj "Lp" is (GH2)hRh' which 
iction group. In the 



jin dependent claims - In 
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certain cases [e.g. for 



July 30, 2 003 



that there is redundarjicy;;; in the deiifini 

Applicants are;; |>rovidingramenped claims limited to a 
scope that is beliftved i::oibe supported by the original 

undue burden. It is 



1035 



(CH2)m^O], it is noted 
tions when Tn=0. 



disclosure and can be : seiarched without 
believed that the cl a itnsfv define subject matter that is novel 
and non-obvious over aljL^^ of the 'rejjfer^njces of record in this 
application. Further!^ the 'elected^ sp€ 
provides a basis for foiSn^tion of iithe: 



App lie ant s he 



jenus , 



C,F.R- S 1.141 



ELECTION 0F,SP;E^IES UNDER 37 

The Examiner jt|a|s invitee! the : Applicants to elect a 
single species for ex^mi^iJation under :;!7 C.P.R. § 1.141. 



i^Wby elect i^the; 



species of Example 35. 



The species; 6f [ExaTnple 35 corresponds with formula 



(I) in Claim 1 whereipn 



is 4-chibro^3!-aminophenyl , X-X is 



CONH, Y is CH (and isi i\ri [the D-co4f iO^^ation) , Cy is phenyl, L 



is CO and Ijp(D)n is 4- ( 
piperazinyl, i 



Currently Cldx^s 1, 6> 8, 9. 



27, 28, 29, 32, 34, 35, 
the elected species . 



. Li 



4 4f luoro- 2 ilme thy 1 sulphonyl) phenyl- 



;10, 12, 19, 20, 21, 22, 



I 



36, 37, 38, 39; 41, 42 and 43 read on 



FUTURE COMMUNICATION BJ I TELgPHONE 



If the Examiner wishes ,t;o speak by telephone with 



the undersigned in the 
contacted by e-mail at 
be pleased to telephon^{? the 2xami!ner 



SiLture, th;^ landersigned can be 
martinahayi^artlLri-a-hay . com, and would 



Alternatively, the E:i:an:^jher can qbntdct Linda McDonald at 



(317) 433 7140 and leaVfe a message, v. 
the undersigned, > 
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m response. 



hjich will be forwarded to 
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CONCLUSIpN 

In resTDonse itQ^i the resitriictibn and election of 
species requirements Tj\acj^ [by tbe Eikamibpr, Applicants have 
elected to prosecute thef inventiionij of iGroup XIV and the 
species of Exainple 35, |i^plicants;|hav|e; made the election with 
traverse, because the ! restriction Igroupp proposed by the 
Examiner appear to be neither irtve|iticjns for which they have 
sought protection, not iriyentions ipriginally disclosed in the 
specification. !• |[ [• i| :| | 



Applicants hav^ pre sent anj Alternative set of 



claims for examination. 



:< It is believejd that these claims are 
allowable over the art of [ record. 

A notice of : alilbwance iiqf: earniestly sought. 



Resjifectf villy submitted. 



Martin A. Hay £: Co., | 
13 Queen victoria Str'ee 
Macclesfield 
Cheshire | 
SKll 6LP 

UNITED KINGDOM l 




I 1 , 

^Hay,if Martlin Alexander 

■ 1^: I I : 

Agerit fQti Applicants 

■ if* • ' 
Regi^^trabi on No. 3 9,459 

Pijior)^: Jcjll 44 1625 500057 

e-;maitl : rakz^tinahay^niartiii-a-hay .com 

' I 1 
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